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DETAILED ACTION 



Claim Rejections - 35 USC § 101 
35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

Claims 16 and 17 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. The computer-readable storage medium includes the 
use of transmission media, as discussed on page 37 of the specification, which is not statutory. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 13-17 are rejected under 35 U.S.C 103(a) as being unpatentable over Shiman 
(U.S. 2002/019827) in view of Prompt (U.S. 6,985,905), in further view of Voticky (U.S. 
6,351,764). 

As per claim 13, Shiman teaches an email client apparatus for transmitting and receiving 



email messages comprising: a sorting unit which sorts email messages into a hierarchical 
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structure according to sender addresses (paragraphs 0156-0158); and a list displaying unit which 
displays a list comprising the sender addresses arranged in tree form, together with titles of the 
email messages corresponding to the sender addresses (0156-0158). Shiman does not 
specifically teach that the sender addresses comprise a plurality of labels. Prompt teaches an 
email sorting system, in which the emails are sorted by sender, and labels are assigned to them, 
according to their level in the hierarchy (abstract, figure 23B). It would have been obvious to 
one of ordinary skill in the art at the time of the invention to include labels on the sorted emails. 
The motivation for doing so lies in the fact that assigning labels would allow for easier visual 
discrimination of different messages. Both inventions lie in the same field of endeavor, namely 
the sorting of electronic messages. Shiman-Prompt does not specifically teach that the labels 
represent domain names. Voticky teaches the arrangement of email messages by domain name 
(paragraph 0027). It would have been obvious to combine Voticky' s arrangement by domain 
name, into Shiman-Prompt' s system of placing emails into a hierarchy, in which different 
hierarchical levels correspond to different labels, to arrive at the claimed system of arranging 
emails by domain name, and having labels correspond to them. The motivation for doing so lies 
in the fact that adding the concept of sorting by domain name enables further functionality of an 
email system in which sorting by sender takes place, so that searching and viewing is further 
facilitated. All inventions are from the same field of endeavor, namely the sorting of electronic 
mail. 

As per claim 14, Shiman-Prompt- Voticky further teaches that said list displaying unit 
places the label representing the top-level domain as a root node of the tree form and then 
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attaches thereto the other labels representing successively lower levels as branch nodes (Prompt: 
figure 23B). 

Claims 15 and 16 are rejected under Shi man-Prompt- Voticky on the same bases as claims 
13 and 14, as the instant claims recite limitations similar to those of the earlier claims. 

As per claim 17, Shiman-Prompt-Voticky teaches a computer-readable storage medium 
storing an e-mail client program for displaying e-mail messages, the e-mail client program 
causing a computer to function as: a sorting unit which sorts e-mail messages into a hierarchical 
structure according to a user selectable parent-child attribute and the sender address, each 
comprising a plurality of labels representing different levels of domain names, referring first to 
the label representing a top level domain (Shiman: 0156-0158; where the messages are sorted in 
a hierarchical structure according to a sender address; Prompt: abstract, figure 23B; where the 
sorting of items are done according to a user selectable parent-child attribute; Voticky: abstract, 
0027, figure 3; where the addresses are sorted by domain name and are indicated as such, where 
a top level domain is listed first); and a list displaying unit which displays a list comprising 
indicia of the labels of the sender addresses arranged in tree form, together with titles of the e- 
mail messages corresponding to the sender addresses (Shiman: 0156-0158; Prompt: abstract, 
figure 23B; Voticky: 0027, figure 3). 

Response to Arguments 

Applicant's arguments filed on October 30, 2006 have fully been considered, but are not 



persuasive. 
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a. Applicant asserts that Shiman-Prompt-Voticky does not teach "sorting e-mail 
messages into a hierarchical structure according to sender addresses each comprising a plurality 
of labels representing different levels of domain names, referring first to the label representing a 
top-level domain." Examiner respectfully disagrees. Shiman teaches the staggered presentation 
of e-mail addresses according to sender addresses, and refers first to the top-level (0156-158). 
This constitutes sorting into a hierarchical structure according to sender addresses. Prompt 
teaches sorting e-mails comprising a plurality of labels, which represent different levels (figure 
23B). Voticky teaches the sorting of e-mail addresses by different domain names (0027). 
Together, these teachings arrive at the claimed "sorting e-mail messages into a hierarchical 
structure according to sender addresses each comprising a plurality of labels representing 
different levels of domain names, referring first to the label representing a top-level domain" 
Therefore, combining the teachings of Shiman-Prompt-Voticky arrives at the claimed limitation. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Tanim Hossain whose telephone number is 571/272-3881. The 
examiner can normally be reached on 8:30 am - 5 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jason Cardone can be reached on 571/272-3933. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Tanim Hossain 
Patent Examiner 
Art Unit 2145 
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